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REMARKS 

The final Office Action May 5, 2004 was received and carefully reviewed. 
Accordingly, the Applicant requests reconsideration of this application in light of 
the remarks to follow. 

Initially, the Applicant wishes to thank the Examiner for indicating 
consideration of the IDS filed on July 20, 2000. 

With regard to the rejections of: 

Claims 2, 3, 5, 6, 8-10, 12, 13, 15-17, 19, 20 and 22, under 35 U.S.C. 
§ 103(a), as being obvious in view of the combination of teachings of 
Cunningham et al. ('842), Zhang ('027) and Zhang et al. ('947), and 

Claims 4, 7, 11, 14, 18 and 21, under 35 U.S.C. §103(a), as being obvious 
in view of the combination of teachings of Cunningham et al. ('842), 
Zhang ('027), Zhang ('947) and Nomoto et al. ('364), 

each of these new grounds of rejection is respectfully traversed. 

As the Examiner is aware, Pubic Law 106- 113, section 1000(a)(9), 113 
Stat. 1501 A-591, amended 35 U.S.C. 103 at paragraph (c), to state: 

35 U.S.C. 103. Conditions for patentability; non-obvioussubject matter. 
***** 

(c) Subject matter developed by another person, which qualifies as prior art only under 
one or more of subsections (e), (f), and (g) of section 102 of this title, shall not 
preclude patentability under this section where the subject matter and the claimed 
invention were, at the time the invention was made, owned by the same person or 
subject to an obligation of assignment to the same person. 

Further, as pointed out in MPEP Chapter 706.02(1)(1): 

Effective November 29, 1999, subject matter which was prior art under former 
35 U.S.C. 103 via 35 U.S.C. 102(e) is now disqualified as prior art against the 
claimed invention if that subject matter and the claimed invention "were, at the 
time the invention was made, owned by the same person or subject to an 
obligation of assignment to the same person." This change to 35 U.S.C. 103(c) 
applies to all utility, design and plant patent applications filed on or after 
November 29, 1999, including continuing applications filed under 37 CFR 
1.53(b), continued prosecution application filed under 37 CFR 1.53(d), and 
reissues. . . The mere filing of a continuing application on or after November 29, 
1999, with the required evidence of common ownership, will serve to exclude 
commonly owned 35 U.S.C. 102(e) prior art that was applied, or could have 
been applied, in a rejection under 35 U.S.C. 103 in the parent application . 
(Emphasis added) 

While MPEP Chapter 906.02(1)(2)(II) notes that: 

Applications and references... will be considered by the examiner to be owned by, or 
subject to an obligation of assignment to the same person, at the time the invention was 
made, if the applicant(s) or an attorney or agent of record makes a statement to the effect 
that the application and the reference were, at the time the invention was made, owned 
by, or subject to an obligation of assign to, the same person. 
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Accordingly, since the instant application was filed on July 20, 2000 as a 
continuing divisional application of U.S. Application No. 08/857,556, filed May 
16, 1997, which is a divisional of U.S. Application No. 08/250,344, filed May 27, 
1994, which is a continuation of U.S. Application No. 08/041,520, filed March 
30, 1993 which is a continuation of U.S. Application No. 07/729,533 ('533), filed 
July 5, 1991 and since the '533 Application was properly assigned (copy 
attached) Semiconductor Energy Laboratory Co., Ltd. the following statement is 
hereby made : 

U.S. Application No. 09/620,968, U.S. Patent 6,607,947 and U.S. Patent 
Application Publication 2003/0060027 (U.S. Application No. 10/289,313) 
were, at the time the invention of U.S. Application 09/620,968 was made, 
owned by Semiconductor Energy Laboratory Co., Ltd. 

This clear and conspicuous statement is believed sufficient to remove the 
Zhang ('027) and Zhang et al. ('947) as prior art in the rejections under § 103 of record. 

Consequently, since neither the Cunningham et al. or Nomoto et al. 
references set forth any teachings about forming a silicon nitride by sputter 
deposition in an atmosphere comprising nitrogen, let alone nitrogen at 75 
volume% or more as presently claimed, each of the rejections of record are now 
improper. That is, a prima facie case of obviousness of claims 2-22 has not been 
set forth by either of the § 103(a) rejections of record. Accordingly, the Applicant 
respectfully requests withdrawal of each of those rejections. 

While the present application is now believed to be in condition for 
allowance, should the Examiner find some issue to remain unresolved, or should 
any new issues arise, which could be eliminated through discussions with 
Applicant's representative, then the Examiner is invited to contact the 
undersigned by telephone in order that the further prosecution of this application 
can thereby be expedited. 

Lastly, it is noted that a separate Extension of Time Petition (one month) 
accompanies this response along with an authorization to charge the requisite 
extension of time fee to Deposit Account No. 19-2380 (740756-2183). However, 
should that petition become separated from this Amendment, then this 
Amendment should be construed as containing such a petition. Likewise, any 
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overage or shortage in the required payment should be applied to Deposit 
Account No. 19-2380 (740756-2183). 



NIXON PEABODY LLP 
401 9 th Street, N.W., Suite 900 
Washington, DC 20004-2128 

Office: (202) 585-8000 
Facsimile: (202) 585-8080 
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DATE: 08/06/91 X^aogM^ 



TO: 




UNITED STAtC~# DEPARTMENT OF COMMERCE 
Patent and Trademark Office 

ASSISTANT SECRETARY AND COMMISSIONER 
OF PATENTS ANO TRADEMARKS 
Washington. O.C. 20231 



SIXBEY, FRIEDMAN, LEEDOM £ FERGUSON 
2010 CORPORATE RIDGE, STB. 600 
MC LEAN, VA 22102 



UNITED STATES PATENT AND TRADEMARK OFFICE 
NOTICE OF RECORDATION OF ASSIGNMENT DOCUMENT 



THE ENCLOSED DOCUMENT HAS BEEN RECORDED BY THE ASSIGNMENT DIVISION OF 
THE U.S. PATENT AND TRADEMARK OFFICE. A COMPLETE MICROFILM COPY IS 
AVAILABLE AT THE U.S. PATENT AND TRADEMARK OFFICE ON THE REEL AND FRAME 
NUMBER REFERENCED BELOW • 

PLEASE REVIEW ALL INFORMATION CONTAINED ON THIS NOTICE. THE INFORMATION 
CONTAINED ON THIS RECORDATION NOTICE REFLECTS THE DATA PRESENT IN THE 
PATENT ASSIGNMENT PROCESSING SYSTEM. IF YOU SHOULD FIND ANY ERRORS, ON 
THIS NOTICE, PLEASE SEND A REQUEST FOR CORRECTION TO: U.S. PATENT AND 
TRADEMARK OFFICE, ASSIGNMENT BRANCH, NORTH TOWER BUILDING, SUITE 10C35, 
WASHINGTON, D.C. 20231 

ASSIGNOR: DOC DATE: 07/09/91 

YAMAZAKI, SHUNPEI 

RECORDATION DATE: 07/15/91 NUMBER OF PAGES 003 REEL/FRAME 5768/0149 

DIGEST : ASSIGNMENT OF ASSIGNORS INTEREST 

ASSIGNEE: 

SEMICONDUCTOR ENERGY LABORATORY CO., LTD., 
398, HASE, ATSUGI-SHI, 
KANAGAWA— KEN 243, JAPAN 

SERIAL NUMBER 7-729533 FILING DATE 07/15/91 

PATENT PATENT ISSUE DATE 00/00/00 
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ASSIGNMENT OF PATENT APPLICATION OR PATENT 

Shimnel YAMAZAKI 



TO 

S£ c- — 

semiconductor Energy ££. c= ^ 

Laboratory Co.. Ltd. ^ p ( 

■ cs =* m 

^ — eo O 



7= O 

July 15, 1991 S 



The Commissioner of Patents will please record 
and return the Assignment Indicated above. 



Please Return To: 

SIXBEY, FRIEDMAN. LEEDOM & FERGUSON 

2010 CORPORATE RIDGE, SUITE 600 ^^0Bo94 
MCLEAN, VIRGINIA 22102 



Amount Herewith S8.00 
Charge Deposit Account No. 



07/18/91 07729533 1 518 8.00 CK 



V 07/729533 

I ATTOKNBY OOOCHT NO." " ■ 



ASSIGNMENT 

SeriaJ No. 



Filed. 



WHEREAS. Shunpei YAMAZAKI 



Insert N«me(s) 
of Invenlorfs) 



J^™eof O-crcin^ deslg?1[ed „ ^ undOTignc<0 „„ ^ jnvenicd ^ ^ ^ ^ g 



Meth^ of Forming Tnsulatino Fil m s. C aDae U ance3 , and CT> 

Semiconductor Devices S3 



In.cn D.,c of Wh!Ch *" * PP,i " ,i00 f " P ""- ° f "» of A^ncric h.. been executed by .he u^.i^ m g 
Signing of 

Application — . 

: ■ ; and 

WHEREAS Semiconductor Energy laboratory Co Ltd 

Insert Name of ^ i ^ Ls 

Assignee 



«ZL?£r ° f HaSgr AtsU q 1 - shl > Kanaqawa-k*n f 243 Ja M n 



so.d. L g „* tT S^SSJ 8000 Vi,U,b,e *° h„ (hive) 

:;:;r 



4Thc undersigneo agrec(s) to execulo all papers necessary in connection with this application and any continuing, 
divisional or reissue applicadons thereof and also to execute separate assignments in connection with such 
applications as the Assignee may deem necessary or expedient. 

The undersigned agrees) to execute all papers necessary in connection with any interference which may be 
declared concerning this application or any continuation, division or reissue thereof or Utters Patent(s) or reissue 
patent issued thereon and to cooperate with the Assignee in every way possible in obtaining and producing 
evidence and proceeding with such interference. 

The UTKfcrsigned agrees) to execute all papers an!) documents and to perform any act which may be nccesaary in Q 

connection with claims under or provisions of the International Convention for the Protection of Industrial Property O 
or similar agreements. 

m 

Hie undersigned agree(s) to perform all affirmative acts which may be necessary to obtain a grant of a valid ££) 

United States patents) to the Assignee and to vest all rights therein hereby conveyed to said Assignee as fully and <T 

entirely as the same would have been held by the undersigned if this Assignment and sale had not been made. -J 

The undersigned hereby authorizes) and requests) the Cwmnissioner of Patents and Trademarks to issue any ^> 
and all Letters Patent, of the United State, of America resulting from said application or any division or divisions ^ 
or continuing or reissue applications thereof to the said Assignee, as Assignee of the entire interest, and hereby 

convenanu that he has (they have) the full right to convey the entire interest herein assigned, and that he has (they CO 

have) not executed, and will not execute, any agreement in conflict herewith. |JJ 

The undersigned hereby grant's) the law firm of Sixbey. Friedman, Leedom & Ferguson, P.C the power to 
insert on this Assignment any briber identification which may be necessary or desirable in order to comply with 
the rules of the US. Patent and Trademark Office for recordation of thu document ^ 

m 

/» witness wktrtof. this Assignment has been executed by the undersigned on the dste(s) opposite the 
undenigned name(s). _ 

CO 



CD 



lHJlSlL* 



Date LLJ_ — (fill , Name of Inventor 

— , Name of Inventor 

Du * . Name of Inventor 

D **° .Name of Inventor 

DaU > . Name of Inventor 




CJ1 



.(SEAL) 



(SEAL) 



.(SEAL) 



CHus assigiunem should preferably be acknowledged before a United States Consul or Notary Public. If not. then the execution 
by the Inventor (s) should be witnessed by at least two other persons who should sign here.) 



Witness 

tun) 

Witness 

RECORDED nCI :irr * 55T 

dm-; Ml *. ipM' 1 HARK OFFICE 
Witness mcH\ 

JUL 15 9( =5" 



